Express Mail No.: EL 451 ni^ ttq 
IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

Application of: Kern et al. 

Serial No. : 08/637,752 Group Art Unit: Unassigned 

Filed: April 29, 1996 Examiner: Unassigned 

^^f^S'f'^^^^^™ ^^^^^ ■ ^"^S A«o^"ey Docket No. : 8484-013-999 
DIAGNOSTIC USE WITH EARLY 

ABORTION 

TERMINA L DISn.AIMFP 

Assistant Commissioner for Patents 
Washington, D.C. 20231 

Sir: 



Pursuant to the request of Examiner James Thomson, Petitioners submit 
herewith the instant revised Terminal Disclaimer. 

Your Petitioner, Laura A. Coruzzi, represents that she is a partner in the law 
firm of Pennie & Edmonds LLP, the attorneys of record for the present application. 

Your Petitioner states that Deutsches Krebsforschungszentrum Stiftung des 
Offentlichen Rechts is the Assignee of the entire interest in and to the above identified 
application by virtue of an assigmnent dated June 19, 1996 a copy of which is attached. 
The original is being submitted for recordal in the United States Patent Office under 
separate cover. This petition is made on behalf of and for the benefit of the Assignee. 

Petitioner hereby disclaims a terminal part of any patent granted on the 
above identified application which would be equivalent to the period of abandomnent of this 
application and hereby agrees that this disclaimer applies to any patent so granted on the 
above identified application or any application filed subsequent to this disclaimer where 
such application is entitled to the benefit of the filing date of this application under 
35 U.S.C. 120, 121 or 365(c). This disclaimer is binding upon the grantees, their 
successors and their assigns. 
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Petitioner hereby confirms that she has reviewed.the assignment and, to the 
best of her knowledge and belief, title is in the Assignee seeking to take action in this 
matter and that she is empowered to act on behalf of the inventors and Assignee. 

Petitioner hereby declares that all statements made herein of her own 
knowledge are true and that all statements made on information and belief are believed to 
be true; and ftinher that these statements were made with the knowledge that willftil false 
statements and the like so made are punishable by fine or imprisonment, or both, under 
Section 1001 of Title 18 of the United States Code and that such willful false statements 
may jeopardize the validity of the application or any patent issuing thereon. 

The Commissioner is hereby authorized to charge the Statutory Disclaimer 
fee of $110.00 required pursuam to 37 CFR 1.20(d) and any other fees associated with the 
filing of this document to Deposit Account No. 16-1150. A duplicate copy of this sheet is 
enclosed for such purpose. 

Signed this IS'^ day of September, 2000. , 

Laura A. Coruzzi (Reg. No.) 



\ 



CAI - 254792.1 




JOINT 
ASSIGNMENT 

WHEREAS, WE, 

r. Andrea Kem 2. JQigen Kklnschmidt 

3. Karsten Geletnelcy 4. Mich61e Rxbieau 

5. J6ig Sehl^fer 6. Bj ia Tobiasch 

ASSIGNORS, all citizens of Gczaiasy, residing at; 

1. Auf der Spieit, Ittlingen, Oemuny 74930 

2. Weibwiesenweg 5, Bammental, Gezmaiiy 69245 

3. R&zieratiaase 20, Heidclbeis, Gennaoiy 69115 

4. 13, Rue F. Matceau, Bordeaux, France F-33200 

5. Feilgaase 14, Leioen, Gexnaay 69181 

6. AmPetrus 9, Dossealidm, Qezzxufly 69221 

are the investors of ibi& inventLon in 

Adeoo-Assodated Virus - Its Diagnostic Use With Early Abortion 
ibr which -we have executed an application for a Patent of the United States 



□ which is executed onD even date herewith or □ fdate^ 

CS which is identified hv Peshie & Edmonds docket no. 8484-013-999 
la which was filed on Aptil 29. 1996, Serial No. 08/ 



and WHEREAS, Deutsches Krebsforschunpzentrum Stiftnng des Offentlichen Rechta having a 
place of business at tm Nenenbehner Feld280, Heidelberg, Germany 69120, ASSIGNEE is 
desirous of obtainhig our entire title and intersst in, to andtmder the said invention and the said 
application: 

NOW, THEREFORE, in considetatioa of the sum of One Dollar ($1 .00) to us in hand paid, 
and other good and vahiable consideration,^ recent of whidi is heraby acknowledge^ we,tt)esaid 
ASSIGNORS, have sold, assigned, transftoed and set over, and by these pxeseots do faeo^ sell, 
assign, transfer and set over, umo the said ASSIGNEE, its successors, legal repiesentatives and 
assigns, our enttre ris^t, title and kteiest in, to and under ibt said iovemion, and ibA said United 
States application and all divisiona, renewals and continuations thereof, and all Patents of the United 
States which may be gxmted theceon and all reissues and extensions thereof; and aU applications for 
indostsial property protection, hietuding, withom limitation, aUi^lications Ibr patents, utiUQ^ 
and designs wiiich may heresfter be filtt for said faiventioa in a£^ coun^ 
United Slates, togedier with the right to file such apidicatloDS and the ript to fbr the same the 
priori^ tights derived firom said Xmvti. States apphcation under the Paient Laws of the United States. 
The Inte r national Convention for the Protection of Industrial Property, or any other kctemational 
agree m en t or tbe domestic laws of the country hi which any such application is filed, as may be 
apnlicable; and all forms of hidustrlal propeny protection, xochiding. without Umitation, patents, 
vtui^ models, Inventors* certificates axu desi^ which may be granted for said mvemion in any 
couzitiy or countries foreign to tb& United States and all extensions, renewals and reissues thereof; 

AND WB HEREBY aothorize and request the Cammissioner of Patents and Trademarks of 
the United States, and any OftLciBl of any country or countries foreign to the United States, whose 



duty it U to issue paienla or other evidence or fbnns of industrial iwpcEty prote^ 

^afbxcuid, to issue the sane id the said ASSIGNEE, its successors, legal representaaves and 

assigns, in accordanee wifli the tenns of this instmment. 

AND WE HEREBY covenant and agrae that we have tUll ri^ tp convey the entire interest 
'%>erein assigned, and that we have not executed, and will not execute, any agreement in conflict 



herewith 



AND WE HEREBY further covenant and agree that we will communicate to the said 
ASSIGNEE, its successors, legal representatives and assigns, atcr t^sna known to us resp«:tin^ said 
inveniion, and testi^ in any les3 proceeding, sign aU Uw&l papers, execute all divuiOTsl, 
continuing, reisstie and fbreim applications, make rightful oaths, and generally do evervthing 
possible to aid the said ASSIGNEE, its successors, legal representatives and assigns, to ootaln ana 
enforce proper protection for said invention in all countries. 

IN TESTIMONY WHEREOF, We hereunto set our hands and seals the day and year set 
opposite our respective signatures. 



Date. 



1 ^- -iuni 1996 . 1996 ^(inHun i^i 



JL.S. 



State of ) 

) SS.: 
CounQr of ) 



On this ///^ day of r /fu 0^ . 1996. before me. a Notary Public in and for the 

State ai^ County aforesaid;; personally appeared — — - — , ^ r-' 

to me known and knowi to me to be the person of that mane, who signed and sealed the foregoing 
instrument, and he acknowledged &e same to be his free act and deed. o 




Notary Public. 



Jung, NoUnr. 

Dat8___ , 1996 ^ i-S. 

State of ) 

) SS.: 
Coun^r of ) 

On this^ ^ day of Ju , 1996, before me. a Notary Public in and the 

State and County afnesaid, personally i^peared — ~ — - — — . -r--* 

to me known and known to me to be the person oTthit name, who s^ned and sealed the foregoing 
instrument, and he acknowledged the same to be his free act and deed. 

Notary Public! 



, Notsrin 




f 

Date. 



.. 1996 



) 

) SS.; 
) 




State of 
•^/Ounty of 

State 1^6. before me, a Notary Public fa and for the 

to me known aud known to nus tn het>iT5u»*^ ■ . - ^ ^ 

i-aniiaeat. »d h/SSS^^^^ S?to^t'ftie'1« iS^ST^ ""l soled rhe fbi^ 



0 



Date 



.. 1996 




wotaty Pu&Ik! 



Jung. N'otsrin 



State of 
County of 



) 

) SS.: 
) 



On this^^ day of (Jrj Cxju loo^ 
State ^County aforesaid, p asfij^ appeajrcd ""' ' °" ^ in and for the 

^n^^^^A.^S^S^ t%eTl^iS^=«» and scaled the fbr.gol:^ 



Date. 



H. ; 1995. 



1996 



State of 
County of 

Onthls/g^day of. 



) 

) SS.: 
) 




On thls /y/t^ day of c/ci o^jl^ mr^^ ^ , 
State and Coangn^esSl. p cnoikUy apixared " ' * in and for the 

to me JCnown ana Irrvvum 



SOCliTE T/TIJ! aIIt^ ^?^r^?4?^"''9"'^. ^embre do la 
f U.^'HU OE PAUME /;bo4%7,^^ 23. AV 

'a sianaiure matdriei/e appos6o sJr";." ^n^^^^^^^ I'niquement 




seaiea t&e foregoing 



rfotaxy Public! 



Date. 



1 'i. J uni 1996 1995 



State of J „c 

) SS,: 

.i^/Iounty of ) 

On this day nf c/uc^ 1996. befbrcme, a Notiy PubUc i n and for the 

fo^^-go»«; of that ^.-^ 

insttuaent, and he acknowledged the sawc to be hii free act and deed. 

— ^ Notaiy Public! 




BPA au/ge^^3\'4^-^= ^^''^ vorseitige Untarschrif ten der durch 

Heidelberg, 14.06.1996 
Notariac 7 Heidelberg 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

Reexamination of: BCERN et al. 

Serial No.: 09/637,752 Group Art Unit: Unassigned 

Filed: April 29, 1996 Examiner: James Thompson 

For: ADENO-ASSOCIATED VIRUS-ITS Attorney Docket No.: 

DIAGNOSTIC USE WITH EARLY 8484-013-999 
ABORTION 

DECLARATION OF CAROLYN GARCIA 

Assistant Commissioner for Patents 
Box DAC 

Washington, D.C. 20231 
Sir: 

I, Carolyn Garcia, a citizen of the United States, do hereby declare and state as 
follows: 

1 . I am the Docket Supervisor in the Records and Docketing department of 
Pennie &. Edmonds LLP, located at 1 155 Avenue of the Americas, New York, New York 
10036. 

2. Since August, 1 983, my duty has been and is to maintain, personally and with 
the assistance of other employees of the firm, the docketing system, by means of which a 
record is maintained of all communications received from the United States Patent and 
Trademark Office (PTO), record is maintained of the status of pending applications, and by 
means of which timely reminders are made to the attorneys of the fum of the requirements for 
amendments, appeal, payment of issue fees and the like. 
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3. For this purpose, the finn maintains, and has since my employment 
maintained, a daily tickler record of all pending applications for a United States patent 
which a response, issue fee or other action (e.g.. appeal to the Board of Appeals and 
Interferences) is due in the United States Patent and Trademark Office on such day. Since I 
assumed the position of Docket Supervisor in 1983. the daily tickler record has been 
computerized. 

4. The New York office of the law firm of Pennie & Edmonds LLP is required 
by policy to utilize the following docketing procedures: 

a. Official PTO Correspondence is entered in a mail log on the date on 
which it is received. 

b. A photocopy of each piece of PTO correspondence is made and kept in 
the Docketing Department. 

c. PTO Correspondence is docketed in three places: (1) computerized 
docketing system, (2) on the file itself for each United States Patent Application file, and (3) 
on the correspondence itself. 

d. All PTO correspondence is reviewed prior to being delivered to the 
appropriate attorney. 

e. The file with the docketed PTO correspondence is then forwarded to 
the appropriate attorney. 

5. The first notification that I received that an Decision on Petition for Revival 
Under 37 CFR 1.137(b) ("Decision"), dated February 15, 2000. had been mailed for this 
application was when Mr. Joseph Clark, a secretary supporting and working under the 
direction of attorney Birgit MiUauer. with Pennie & Edmonds LLP. inquired about the 
Decision on September 7. 2000. A review of the fdes (Pennie & Edmonds LLP docket : 



no. 
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8484-013) did not reveal the Decision dated February 15, 2000. Copies of the mail logs from 
February 1 5, 2000 through May 3 1 , 2000 indicating that no Decision, dated February 1 5, 
2000, was received, are attached hereto as Exhibit 1. 

6. The above-identified procedures for handling mail were in place at the time 
the Decision, dated Febmaiy 15, 2000, would have been received in our offices. I checked 
the mail log for the days between February 1 5, 2000, and May 3 1 , 2000, to determine whether 
a Decision, dated February 15. 2000, was received for this appHcation. My search did not 
identify a copy of the Decision, dated February 15, 2000. 

7. I have checked the computer docketing system and no indication of the 
Decision being received is there. 

8. There is no indication in any of our records that I am responsible for that the 
Decision was ever received. 

9. It is my behef; based upon my search and my personal knowledge, that the 
Decision, dated February 15, 2000. for this application was never received by Pennie and 
Edmonds LLP between February 15 and May 31, 2000. 

10. I further declare that all statements made herein of my own knowledge are true 
and that all statements made on information and belief are believed to be true; and further, 
that these statements are made with the knowledge that vnllM felse statements and the like so 
made are punishable by fine or imprisonment, or both, under Section 1001 of Title 18 of the 
United States Code and that such willful false statements may jeopardize the vaUdity of the 
above-identified application or any patent issuing thereon. 




Dated: 7 //g / O O 

Carolyn Garci, 
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